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4a) Of the above claim(s) 6-9:10-13 (in part):14-24 (in part):25-74 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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DETAILED ACTION 
Claims 1-74 are pending in this application. Group I, Claims 1-5, 10-13 (in part), and 
14-24 (in part), has been elected for prosecution. Group II, Claims 6-9, 10-13 (in part), 14-24 
(in part), and Group III, Claims 25-74, are withdrawn as being drawn to nonelected subject 
matter. Therefore, Group I has been examined on the merits for its patentability. 

Information Disclosure Statement 
The information disclosure statement (IDS) submitted on September 16, 2005 was 
correctly filed. The submission is in compliance with the provisions of 37 CFR 1.97. 
Accordingly, the information disclosure statement is being considered by the examiner. Please 
refer to Applicant's copy of the PTO-1449 submitted herewith. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. 

Response to Election/Restriction 

The restriction put forth November 15, 2005 is final, and Claims 6-9, 10-13 (in part), 14- 
24 (in part), and 25-74 are hereby withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to nonelected subject matter, there being no allowable generic or linking 
claim. Applicant's election of Group I, Claims 1-5, 10-13 (in part), and 14-24 (in part), as well 




as the election to compound 1-3 depicted in the Specification at p. 24, *-* , was 

made without traverse in the reply filed on December 7, 2005. The elected species was found to 
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be free of the prior art, thus the search was expanded to include the entirety of Group I. 
However, Group I was not found to be free of the prior art, giving rise to the rejections which 
follow. 

Claim Rejections - 35 USC§ 102(e) 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Group I, Claims 1-5, 10-13 (in part), and 14-24 (in part) rejected under 35 U.S.C. 102(e) 
as being anticipated by US Patent Publication No.: US 20040023974 Al, published February 5, 
2004, having a priority date of April 3, 2002 (hereinafter, "Coppola, et al.")- Specifically, 
portions of Applicant's claimed genus, as described by Group I, are anticipated by certain 
exemplified embodiments as described in Coppola, et al. The following list is not exhaustive 
and does not include each and every species anticipating Applicant's broad genus. The first 
example lists the substituents used from Applicant's Group I which result in a species anticipated 
by a species exemplified by Coppola, et al. 
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Coppola, et al. teaches the following compound, J ^ [Example 1, p. 27], 

which anticipates Applicant's Claims 1-5, 10-13 (in part), and 14-24 (in part), specifically 
wherein: 

• Q is a C 6 -io aryl group; 

• T m is a Ci-6 alkylidene chain; 

• m is one; and 

• Xis-CH 2 -. 

The subsequent examples do not explicitly typify the combination of substituents used to 
reach the specific species but can be created using Applicant's broad genus and thus form the 
basis of this 102(e) rejection. Coppola, et al. teaches the following compounds, all of which 
anticipate Applicant's Claims 1-5, 10-13 (in part), and 14-24 (in part): 



Example 2, p. 27: £ 




o. ,0 




Y 




; Example 4, p. 28: 

Example 5, p. 28: £ ; Example 8, p. 29: £ . Again, these 

examples of anticipating species do not provide an exhaustive list of each and every anticipating 
species contained within Coppola, et al. 



Application/Control Number: 10/749,121 
Art Unit: 1626 



Page 5 



Claim Rejections - 35 USC § 102(b) 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



(1) Claims 1-5, 10-13 (in part), and 14-24 (in part) are rejected under 35 U.S.C. 102(b) as 
being anticipated by Mantegani, et al., "Synthesis and Antihypersensitive Activity of 2,4- 
Dioxoimidazolidin-l-yl and Perhydro-2,4-Dioxopyrimidin-l-yl Ergoline Derivatives", IL 
Farmaco, 53 (4): 293-304 (1998). Specifically, Mantegani, et al. teaches the sulfonyl derivative, 



Group I wherein: 

• Q is an optionally substituted heterocyclic group having 6 ring atoms; 

• T m is a Ci-6 alkylidene chain; 

• m is one; and 

• X is -CH 2 - . 

(2) Claims 1-5, 10-13 (in part), and 14-24 (in part) are rejected under 35 U.S.C. 102(b) as 
being anticipated by Albericio, et al., "Synthesis of a Sulfahydantoin Library", J. Comb. Chem. 




[Compound 6, Fig. 3, p. 296], which anticipates Applicant's instantly claimed 
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2, 290-300 (May 2001). Specifically, Albericio, et al. teaches the sulfahydantoin, 




J [Figure 2, p. 292], which anticipates Applicant's instantly claimed Group I wherein: 

• Q is a C 6 -io aryl group; 

• T m is a Ci-6 alkylidene chain; 

• m is one; and 

• Xis-CH 2 -. 

Claim Rejections - 35 USC § 103(a) 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

Claims 1-5, 10-13 (in part), and 14-24 (in part) are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lee, et al., "Intra- and Intermolecular a-Sulfamidoalkylation 
Reactions", J. Org. Chem. 55(25): 6098-6104 (1990). 
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Determining the scope and contents of the Prior Art 



Ph(CH 2 ) 2 N* *NNa 




Lee, et al. teaches the following compound: 



[Compound 34, 



Scheme II, p. 6101]. 



Ascertaining the Differences Between the Prior Art and the Claims at Issue 



(1) Homologous Series : 

Applicant's instantly claimed invention, specifically wherein Q is a C6-10 aryl group; T m 
is a Ci-6 alkylidene chain; m is one; and X is -C(0>- and the disclosed compound of Lee, et al. 
differ only in that there is an additional CH 2 group attached to the ring-nitrogen in Lee's 
compound, whereas Applicant's claimed invention limits m to 0 or 1, resulting in the compound, 



(1) Homologous Series : 

To those skilled in the chemical art, one homologue is not such an advance over adjacent 
members of series as requires invention because chemists knowing properties of one member of 
series would in general know what to expect in adjacent members. In re Heme , 85 USPQ 261 
(1950). The instantly claimed compounds would have been obvious to one skilled in the art 
because one skilled in the art would have been motivated to prepare homologues of the 
compounds taught in Lee et al. with the expectation of obtaining compounds of similar 



s 




. The instantly claimed invention, then, is a homologue of Lee's 



specifically disclosed Compound 34. 



Resolving the Level of Ordinary Skill in the Pertinent Art 
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properties. Therefore, the instantly claimed compounds would have been suggested by Lee et al. 
to one skilled in the art. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 5 recites the limitation "depicted in Table 1". There is insufficient antecedent 
basis for this limitation in the claim, as there is no mention in the Claims of a "Table 1", rather, 
Applicant seems to be referring to the Specification. This rejection can be overcome by 
rewriting Claim 5 to include those compounds listed in "Table 1", though in doing so, the 
aforementioned rejections should be adhered to. 

Objections 

Group II, Claims 6-9, 10-13 (in part), 14-24 (in part), and Group III, Claims 25-74 are 
objected to for containing nonelected subject matter. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Barker whose telephone number is (571) 272-4341. 
The examiner can normally be reached on Monday-Friday 8:00 AM- 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (571) 272-0699. The unofficial fax phone 
for this group are (571) 273-8300. 

When filing a FAX in Technology Center 1600, please indicate the Header (upper right) 
"Official" for papers that are to be entered into the file, and " Unofficial" for draft documents 
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and other communications with the PTO that are not for entry into the file of the application. 
This will expedite processing of your papers. 

Communication via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by applicant and should be 
addressed to [joseph.mckane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with applicant via Internet 
e-mail where sensitive data will be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is of record an express waiver of the confidentiality 
requirements under 35 U.S.C. 122 by the applicant. See the Interim Internet Usage Policy 
published by the Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is viable through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



89. 





Michael P. Barker 

Patent Examiner, AU 1626 



(for) Joseph McKane 

Supervisory Patent Examiner, AU 1626 



